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1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 4/24/09 
has been entered. 

2. Claims 1, 2, 4, 5, 7 and 10 to 23 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In claim 1 , the phrase "which may contain a hydrocarbon group..." is considered 
to be indefinite since the word "may" does not indicate if this is a necessary requirement 
or not. The Examiner apologizes for not making this rejection sooner. 

In claim 10, reference to claim 8 lacks antecedent basis. 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 2, 4, 5, 7, 10 and 14 to 23 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over WO 02/083763 (as interpreted by the English language 
equivalent Tamura et al.) in view of Fuchs, Ishikawa et al., Robertson or Lammerting. 

The Examiner notes that an English language translation of the WO reference 
has been ordered. 

Tamura et al. teach a episulfide composition containing a thiirane ring compound 
and a catalyst. See for instance the abstract, and column 27, lines 25 and on (which 
teaches the catalyst). Column 28, lines 24 and on, teaches the addition of a polysilox- 
ane mold release agent in a preferred amount of from .0005 to 3 parts by weight per 
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100 parts of the episulfide compound. This amount overlaps with the claimed amount to 
a considerable degree such that one having ordinary skill in the art would have found 
the claimed amount to have been well within routine experimentation and/or 
optimization of the teachings in Tamura et al. 

This reference differs from that claimed in that the term polysiloxane is generic to 
different species and Tamura et al. does not specifically teach a polysiloxane species as 
claimed. 

As is well known in the art, the various polysiloxane species found in claim 1 are 
well known mold release agents. 

Fuchs teaches polydimethylsiloxanes (corresponding to the structure shown 
when X is methyl) as known mold release agents on column 10, lines 35 and on. 

Ishikawa also teaches polydimethylsiloxane mold release agents. See for 
instance the abstract. 

Robertson teaches polyether polysiloxanes as mold release agents on column 5, 
lines 12 and on. 

Lammerting teaches long chain alkyl polysiloxanes as mold release agents on 
column 6. 

As can be seen from these secondary references, the various siloxanes in claim 
1 are commonly used as mold release agents. One having ordinary skill in the art 
would have been motivated to select a known mold release agent, such as one found in 
Fuchs, Ishikawa, Robertson or Lammerting, as the mold release agent in Tamura et al. 
in an effort to obtain the known benefits and properties thereof. 

Thus the Examiner has made a prima facie case of obviousness for the composi- 
tion in claim 1 . In order to find the claims as a whole obvious, she must also consider 
the weight given to the phrase "coating film". Applicants argue that such a phrase gives 
life and meaning to the claims. 

The phrase "coating film" does not appear to carry any weight that would 
distinguish the claims from that rendered obvious by the prior art. The film need not be 
attached to a substrate (in claim 1 , at least) and can be a free standing film. The term 
film itself does not indicate any type of thickness or structure. As such the Examiner 
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does not believe that this term gives the claims sufficient life and meaning such that it 
distinguishes the claims from the lens formed in Tamura et al. The Examiner notes that 
a lens can be considered a free standing film. In addition, the lens is formed by casting 
the material into a mold made of glass or metal (column 28, line 44) which could be 
considered a coating film (albeit a coating film that is subsequently removed from the 
substrate). The language on its own is not sufficient to overcome the obviousness 
rejection at hand. 

On the bottom of page 8 of the remarks filed 4/24/09 applicants state that it 
would not have been obvious to apply teachings that describe mold release agents to 
optical materials. The Examiner disagrees since the teachings in Tamura et al. 
specifically teach the addition of mold release agents. Also, while applicants argue that 
their polysiloxanes are added as wetting agents, not mold release agents, the Examiner 
notes that structurally they are the same. Referring to them as wetting agents rather 
than mold release agents does not change the fact that the claimed composition itself is 
obvious. Note too that a prima facie case of obviousness (for a composition) does not 
require the solution of the same problem or recognition of the same advantages as the 
applicants invention. 

For claim 2, please see column 28, lines 14 and on. The amount of silane 
coupling agent disclosed by Tamura et al. overlaps with the claimed amount such that 
one having ordinary skill in the art would have found the claimed amount obvious and 
well within routine experimentation of the prior art teachings. 

The episulfide compound in Tamura et al. meet the structures of claims 4 and 5. 

For claim 14, please see column 22, lines 30 and on, which teaches the addition 
of various inorganic filler compounds (as refractive index enhancing agents). 

For claim 15, the Examiner notes that since the siloxanes are structurally the 
same, they will necessarily have the same properties. Thus even though the siloxanes 
are referred to differently, the prior art siloxanes will inherently have wetting properties. 

The weight ranges of claims 16 and 17 are within that disclosed by Tamura et al. 
on column 28. 
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Note that the glass or metal mold on column 28 of Tamura et al. meets claims 19 
and 20. In addition the casting step meets claims 21 to 24. 

5. Claims 1 , 2, 4, 5, 7 and 1 0 to 23 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Dohi in view of WO 02/083763 (as interpreted by the English 
language equivalent Tamura et al.), further in view of Fuchs, Ishikawa et al., Robertson 
or Lammerting. 

Dohi et al. teach a method for production of a composite optical element of glass 
and polymeric material. Dohi et al. do not specifically teach the composition found in 
claim 1. 

As noted supra, Tamura et al., coupled with Fuchs, Ishikawa et al., Robertson or 
Lammerting, render obvious the composition as found in claim 1 . Column 1 , lines 1 5 
and on, disclose the various benefits of such a composition. 

Thus one having ordinary skill in the art would have been motivated to form a film 
layer on the surface of a glass material, as found in Dohi et al., with the composition 
rendered obvious by Tamura et al. in view of Fuchs, Ishikawa et al., Robertson or 
Lammerting, in an effort to obtain the benefits and properties associated therewith. This 
results in a film of the polyepisulfide composition of Tamura et al. on a glass substrate. 
Note that Dohi et al. repeatedly refer to the organic polymer layer as a thin layer. 

For claims 11 to 13, please see column 5, line 27, which teaches a thickness of 
up to a "few hundred microns". From this one having ordinary skill in the art would have 
found thicknesses of less than a few hundred microns to have been obvious, thereby 
rendering obvious these claim limitations. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday and Wednesday to 
Friday, 10am to 4pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Margaret G. Moore/ 

Primary Examiner, Art Unit 1796 
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7/1/09 



